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1. Claims 1-3,10-13,21-23 are under consideration. 



RESPONSE TO APPLICANTS ARGUMENTS 



2. The amendment filed 10/21/2003 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows. 

The addition of the phrase "The entire contents of the above-referenced applications are 
incorporated herein by reference." in page 1, line 3 of the specification. This language 
lacks support in the specification as originally filed. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

3. Regarding the claim to priority to application 08/106016 in page 1 of the 
specification and benefit claims under 35 U.S.C. 120, the reference must include the 
relationship (i.e., continuation, divisional, or continuation-in-part) of all nonprovisional 
applications. 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 1-3,10-13,21-23 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-11 of U.S. 
Patent No. 5,710,126. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because while the two sets of claims differ in scope, 
the elected species of peptides in the instant application are recited in the claims of 
U.S. Patent No. 5,710,126. Regarding the various functional limitations recited in the 
claims, said limitations appear to be inherent properties of the specific peptides recited 
in the claims. Regarding the various manipulations recited in the claims (eg. change 
sequence to increase solubility), said manipulations were well known in the art (see 
prior art disclosed in specification, page 12). Therefore, the two sets of claims under 
consideration in this rejection would have been prima facie obvious in view of each 
other to one of ordinary skill in the art at the time the invention was made. 

Applicant has indicated that a terminal disclaimer would be filed upon indication 
of allowable subject matter. 

6. The rejection of claims 1-6,9-15,21,23,26-28,38-41 under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement for the reasons 
elaborated in the previous Office Action is withdrawn in view of the amended claims and 
the cancellation of particular previously pending claims recited in this rejection. 

7. The rejection of claims 21-23,26 under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the enablement requirement for the reasons elaborated n the previous 
Office Action is withdrawn in view of applicants arguments and the cancellation of claim 
26. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. The rejection of claims 1-6,9,11-15,21-23,26-28 under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention for the reasons elaborated in 
the previous Office Action is withdrawn in view of the amended claims and the 
cancellation of particular previously pending claims recited in this rejection. 

10. Claims 12,13,23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 12 and 13 are indefinite in that they depend from claims 1 or 2 which 
read on peptides consisting of the recited amino acid sequences (and are therefore 
"closed" and do not encompass peptides with amino acid additions or substitutions ) 
whilst the solubility modified peptides of claims 12 and 13 encompass peptides with 
amino acid additions or substitutions (as per the specification, page 12). 

11. The rejection of claims 1-6,9,12-15,21-23,26-28 as rejected under 35 
U.S.C. 102(b) as being anticipated by Griffith et al. (WO 95/06728) is withdrawn in view 
of the amended claims, applicants arguments and the cancellation of particular 
previously pending claims recited in this rejection. 

12. The rejection of claims 1,3-5,12-15,21,23,26-28,38-41 as rejected under 35 
U.S.C. 102(b) as being anticipated by Singh et al. (US Patent 5,721,119) ) is withdrawn 
in view of the amended claims, applicants arguments and the cancellation of particular 
previously pending claims recited in this rejection. 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

14. Claims 1-3,10-13,21,23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Singh et al. (US Patent 5,721 ,1 19) in view of Perez et al. 
Singh et al teach the amino acid sequence of Lol p lb.1 (see SEQ. ID. no. 1) wherein 
said sequence contains LPIX-4. Singh et al. teach that the peptides derived from Lol p 
lb.1 can be modified to improve solubility (see column 145, second paragraph). Singh et 
al. teach a composition containing said peptide and a pharmaceutically acceptable 
carrier (see column 24). Singh et al. do not a peptide identical in length to LPIX-4. 
Perez et al. teach that a collection of 20mer peptides can be made from a different rye 
grass allergen (Lol p I) in order to determine which portions of the molecule contain T 
cell epitopes (see page 16212, second column, last paragraph, continued on next 
page). The peptides are 20mers made starting with the first amino acid of the allergen 
wherein the following 20mer overlaps by 10 amino acids. The peptides in the instant 
application (including LPIX-4) were made using the same strategy with a different Lol 
antigen. A routineer would have used the strategy taught by Perez et al. in order to 
produce a collection of peptides to identify the T cell epitopes in Lol p lb.1. Singh et al. 
teach that it is desirable to identify the T cell epitopes of Lol p lb.1 and that this 
information would be ascertained by screening fragments for reactivity with T cells 
(see columns 9 and 10). It would have been prima facie obvious to one of ordinary skill 
in the art at the time the invention was made to have created the claimed invention 
because Singh et al teach the amino acid sequence of Lol p lb.1 (see SEQ. ID. no. 1) 
wherein said sequence contains LPIX-4 whilst Perez et al. teach that a collection of 
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20mer peptides can be made from a rye grass allergen in order to determine which 
portions of the molecule contain T cell epitopes. The 20mer collection of Lol p lb.1 
peptides would include LPIX-4 and other peptides recited in the claims and would 
therefore contain peptides with the functional characteristics recited in claims 3,10 and 
1 1 because the peptides are the same as those recited in the claims. One of ordinary 
skill in the art would have been motivated to do the aforementioned because a routineer 
would have used the strategy taught by Perez et al. in order to produce a collection of 
peptides to identify the T cell epitopes in of Lol p lb.1 , whilst Singh et al. teach that it is 
desirable to identify the T cell epitopes of Lol p lb.1, and that this information would be 
ascertained by screening fragments for reactivity with T cells. 

Regarding applicants comments, the LPIX-4 peptide is rendered obvious for the 
reasons elaborated in the instant rejection. 

15. No claimed is allowed. 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ron Schwadron, Ph.D. whose telephone number is 571 
272-0851 . The examiner can normally be reached Monday to Thursday from 7:30am to 
6:00pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Christina Chan, can be reached 571 272 0841 . The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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